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DETAILED ACTION 

Claims 1-8, 19-26 are pending in the case. 

Any rejection of record in the previous action not addressed in this office action is 
withdrawn. 

The following is a new rejection: 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-8 and 19-26 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 1 and 19 and by dependence claims 2-8 and claims 20-26 are vague 
and indefinite in the recitation of "said first and said second recombination sequences 
are different and form a complementary set of recombination sequences enabling said 
constructs to recombine with each other". It is not clear in what sense the 
recombination sequences are intended to be "complementary to each other". In 
molecular biology complementarily is a property of double-stranded nucleic acids such 
as DNA and RNA as well as DNA:RNA complexes. Each strand is complementary to 
the other in that the base pairs between them are connected via two or three hydrogen 
bonds. Since there is only one complementary base for any of the bases found in DNA 
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and in RNA, one can reconstruct a complementary strand for any single strand. 
Therefore, it is not clear what is meant by two regions of double stranded DNA being 
complementary as recited in the claims. Furthermore, it is unclear what is intended by 
the phrase "a second recombination sequence in the same orientation as the first" and 
"said first recombination sequence in the same orientation as the second" in claims 1 
and 19. 

The following is a new rejection: 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 19 and 20 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Perkins et al. (US 2006/0035269). 

Perkins et al. disclose a set of vectors comprising a first heterologous nucleic 



acid construct comprising a heterologous nucleotide sequence operably linked to a 
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promoter, flanked at the 5' end by a first recombination sequence and at the 3' end by a 
second recombination sequence, and a second heterologous nucleic acid construct 
comprising a heterologous nucleotide sequence operably linked to a prompter, flanked 
at the 5' end by said second recombination sequence, and at the 3' end by said first 
recombination sequence. It is considered that Fig. 2C shows a vector comprising a first 
a second recombination sequence (attP and loxP, or any DNA sequence which is 
between the coding regions of the cam and Kan genes). It is considered that the 
composition comprising more than one of the molecules of pEZC726 comprises a 
vector comprising a gene, which is cam, having attP at the 5' end, and loxP at the 3' 
end. Another molecule of said pEZC726 comprises a gene, which is kan, having loxP 
at the 5' end and attP at the 3' end. Therefore, at least 2 molecules of said pEZC726 
constitute a "set" of vectors which anticipate the elements of the claim. It is further 
considered that amongst the composition comprising this vector, at least 2 of the 
molecules would be present in linear form. 
The following is a new rejection: 

Claims 1-8, 19-22, 24, 25 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Zeidleretal. (J. Plant Physiol., 154, p. 641-650, 1999)(cited by 
applicants). 

Zeidler et al. discloses a method in a moss plant cell comprising providing a 
heterologous nucleic acid construct comprising at least one heterologous sequence 
linked to a promoter, flanked by a 5' first recombination sequence and a 3' second 
recombination sequence, and a heterologous nucleic acid construct comprising at least 
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one heterologous sequence linked to a promoter, flanked by a 5' recombination 
sequence which is the same as the second recombination sequence, and a 3' 
recombination sequence which is the same as the first recombination sequence, and 
transforming the moss plant cell with said the two heterologous nucleic acid constructs. 
It is noted that the construct shown in Fig. 6 C, for example, comprises at least two 
heterologous sequences linked to promoters, in the same orientation, flanked by a 5' 
and a 3' recombination sequence. Since at least 2 such plasmid are present in 
transformants in some cases, the claim limitations are met. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 23 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
overZeidler etal. as applied to claims 1-8, 19-22, 24, 25 above, and further in view of 
Schaefer (Annu. Rev. Plant Biol. 2002, 53:477-501) (both cited by applicants). 
Zeidler et al is cited essentially for the reasons set forth above. The difference between 
the reference and the instant claims is that the moss that is transformed is the 
Physcomitrella patens. However, Schaefer discloses transformation of the moss 
Physcomitrella patens with heterologous nucleic acid plasmid ( see 481-484). It would 
have been obvious to one of ordinary skill in the art to have transformed P. patens, with 
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the plasmid disclosed by Zeidler et al., since it was known in the art that P. patens is 
easily transformed with foreign DNA, as disclosed by Schaefer, and since Schaefer 
additionally discloses the desirability of said P. patens for functional genomic studies. 
Based upon the teachings of the cited references, the high skill of one of ordinary skill in 
the art, and absent evidence to the contrary, there would have been a reasonable 
expectation of success to result in the claimed invention. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NANCY VOGEL whose telephone number is (571)272- 
0780. The examiner can normally be reached on 7:00 - 3:30, Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Low can be reached on (571 ) 272-0951 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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